THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore ONENS, WALTZ, and KRATZ, Adninistrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 20 through 26, which are all of the clains
pending in this application.

The appel lants’ invention relates to a conposition
including (A) one or nore o-hydroxyaryl oxi nes having at | east
5 aliphatic or alicyclic carbon atons and possessing specified
extractant properties, and (B) one or nore branched chain

al i phatic or aliphatic-aromatic esters having 10 to 30 carbon
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atons with a specified ratio of nethyl to non-nethyl carbon
atons. The weight ratio of conponent Ato B in the clained
conposition is required to be within the range of 10:1 to 1:3.
According to appellants (brief, pages 4 and 5), the clained
conposition has inproved hydrolytic stability and selectivity
in extracting copper values from aqueous sol utions of netal
salts. An understanding of the invention can be derived from
a reading of exenplary claim 20, which is reproduced bel ow.

20. A conposition for use in extracting copper val ues
from aqueous sol utions of netal salts which conprises

A) one or nore o-hydroxyaryl oxi mes containing at

| east 5 aliphatic or alicyclic carbon atons which are
strong netal extractants which, in 0.2 nolar solution in an
al i phatic hydr ocar bon sol uti on when | oaded with 50% of the
t heoreti cal upt ake of copper, will be in equilibriumwth a
0.1 nol ar sol ution of copper as copper perchlorate at a pH
| ess than 1: and

B) one or nore branched chain aliphatic or
al i phati c- aromatic esters containing 10 to 30 carbon
atons, wherein the ratio of the nunber of nethyl carbon
atons to the nunber of non-nmet hyl carbon atonms is higher
than 1:5, the weight ratio of Ato B being in the range
10:1 to 1:3.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Shant on 4 567, 498 Jan. 28, 1986
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Adm tted prior art in specification® that hydroxyaryl oxi mes
are known copper extractants (Paper No. 7, page 2).

Clainms 20-26 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over the admtted prior art in view of
Shant on.

OPI NI ON

We have carefully reviewed the respective positions
advanced by appellants and the examner. |In so doing, we find
ourselves in agreenment with appellants that the exam ner has
failed to establish that the applied references' teachings
woul d have rendered the clained subject matter obvious within
the neaning of 35 U.S.C. § 103. Accordingly, we wll not
sustain the exam ner's rejection.

The adm tted prior art copper extractant relied upon by
t he exam ner does not even contenpl ate conponent B of the
conposition and Shanton is directed to pressure sensitive

record material, not conpositions useful for copper

! The exam ner does not specifically identify that portion
of the subject specification which is being relied upon as
admtted prior art; however, appellants do not dispute the
exam ner's assertion to the extent that " hydoxyar yl oxi nmes
are known copper extractants" (brief, page 7). W observe
t hat an organi c solvent solution of o-hydroxyaryloxine is
acknow edged as a known netal extractant at page 1, lines 6-15
of appellants' specification.
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extraction. In our view, a reasonably supportable basis for
conbi ning the teachings of the references has not cone to
light in the examner's futile attenpt to arrive at the
clainmed invention fromthe disparate teachings of the applied
references. Moreover, even if the teachings of the admtted
prior art and Shanton were conbi nable, the exam ner has not
established that the clained conmposition would result as
evident fromthe discussion that follows.

Anot her theory advanced by the exam ner in support of
the rejection is that Shanton al one may furnish sufficient

evi dence to render the clained conmposition substantial ly
met..." (answer, page 2) and hence obvious within the nmeaning
of 35 U S.C. 8 103. However, the exam ner has not furnished a
convi nci ng explanation as to why an ordinarily skilled artisan
woul d have been led to pick a col or devel oper corresponding to
the clained oxi me and a sol vent corresponding to the clained
ester for use in formng the record material of Shanton so as
to sonehow arrive at the claimed conposition conponents from

anong the many choi ces for the devel oper and sol vent di scl osed

by Shant on.
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More fundanmentally, there is no suggestion in Shanton of
formng a conposition including appellants' specified
conponent oxime(s) and ester(s) in the particularly defined
rati o as cl ai ned. From our perspective, the assertions of the
exam ner regarding the reach of the teachings of Shanton
appear to be based on conjecture and unsupported generalities,
not facts as required. See In re Freed, 425 F.2d 785, 787, 165
USPQ 570, 571 (CCPA 1970). Here, the exam ner's comentary to
the effect that the clainmed conponent ratio enconpasses "... a
very broad range" and that "remenbering that the material of
Shanton is subsequently dried, one would be inclined to use as
little solvent as possible"” essentially begs the question at
hand and falls significantly short of establishing the prim
faci e obvi ousness of the clainmed conponent range in the
conposi tion.

In summary, the only notivation and factual basis we can
| ocate in support of the examner's stated rejection is the
description of appellants’ invention in their specification.
Hence, on this record, it is our view that the exam ner used
i mper m ssi bl e hi ndsi ght when rejecting the cl aimns.

Accordingly, we will not sustain the exam ner’s rejection.
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CONCLUSI ON

The decision of the exam ner to reject clains 20-26 under
35 U.S.C. §8 103 as being unpatentable over the admtted prior

art in view of Shanton is reversed.
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REVERSED

TERRY J. OVENS
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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